
    

    

 

 
 

 
 

 
          

           
 

                 
 

  

 
          

    
 

        

 
 

         
 

       

 
          

 

               
    

 
        

 

             
            
       

 
          

  

               
            

 

         
 

             
 

IP USERS COMMITTEE MEETING
 

Thursday, October 28, 2010
 

Toronto
 

MINUTES 

Attendees: 

Court: Chief Justice Lutfy, Justice Harrington, Justice Hughes, Justice Zinn,
 
Prothonotary Tabib, Prothonotary Aalto, E. McCarthy, M. Switzer, M. Hashim
 

Bar: A. Furlanetto, D. Horne, F. Guay, J. Morrissey, J. Myers, R. Naiberg, P. Wilcox,
 

Absent:
 

Justice Snider, Justice Gauthier, Justice O’Reilly, Justice Phelan, Justice Crampton, 
Prothonotary Milczynski, R. Woyiwada 

1. Approval of Minutes of May 13, 2010 

•	 The Minutes of May 13, 2010 are adopted. 

2.	 Update from the Federal Court 

a. Expert witnesses amendments to the Federal Courts Rules 

•	 The newly amended rules, which came into force on August 4, 2010, have not 
been used to date. 

c. Summary Judgment and Summary Trial amendments 

•	 There has been limited application of the amendments. The summary trial 
procedure has been found to be inappropriate in two cases. Summary 
judgment has been granted in one instance. 

d. Practice direction concerning costs in the Federal Court 

•	 The practice direction is working well. The members of the Bar like the 
direction. Costs in motions are being fixed without difficulty. 

•	 Litigants are aware of the direction. 

•	 The Court noted that claims for costs should be supported by evidence. 



                
            
          

         
 

 
        

 

               
 

 

                
              

            
 

 
          

  

                 
             

 

                 
 

                
   

 
 

     

 

              
          

 

             
           
             
               

            
 

                
       

 

                 
              

              
 

 

•	 In general, the Bar finds that the quantum of costs awarded is close to the 
quantum requested. There was a comment from the Bar highlighting the 
disparity between Federal and Provincial costs tariffs; provincial tariffs are, 
with the exception of Quebec, higher than Tariff B. 

e. Draft practice direction re early hearing dates. 

•	 This direction will not apply to NOC applications. This item was for information 
only. 

•	 The Court noted that a similar procedure is already in place for NOC applications. 
The Court noted that in NOC applications there is no flexibility once dates are 
assigned. i.e. no consent modifications once the date is fixed. 

f. Streamlining Notice to the Profession (May 1, 2009) 

•	 Bar supports the May 1, 2009, Notice. It is being used in appropriate cases. 
There have been approximately 20 requests seeking a 2-year to trial schedule. 

•	 The Court will review and clarify the Notice of May 1, 2009 in 2011. 

•	 The Bar suggests that the direction be put on agenda for Town Hall Meeting on 
May 5, 2011. 

4. “Test case” electronic proceeding 

•	 It was noted that orders and reasons for order are now being transmitted 
electronically (see Notice to the Profession of October 22, 2010). 

•	 A subcommittee of the Rules Committee has been established to review and 
remove impediments to eservice and e-filing; to render the rules “technologically 
neutral”. The rules are also being reviewed globally to make them more “user
friendly” e.g. see the new BC Rules. The Committee is also reviewing a number 
of minor amendments which may be included in an omnibus amendment package. 

•	 The Court asked whether the Bar would be willing to attempt a “test case” in 
which everything would be done electronically. 

•	 The Bar suggested that a test case be done in each major city since there are 
different capabilities in each regional office. Me Guay volunteered to try a test 
case in Montreal. The Bar recommended that any such “test case” be case 
managed. 



             
     

 
 

          

 

                
               

 

                  
            

   
 

              
        

 

               
                

     
 

              
                

       
 

               
             

             
  

 
 

     

 
               

 

              
    

 

              
  

 

             
   

 

               
            

 

• It was noted that CAS has accommodated an entirely electronic proceeding in 
Toronto at the appellate level. 

3. United Kingdom proposals for reform in patent litigation 

•	 Report on particulars: the Bar is not ready to make any recommendations at this 
time. Best to continue dealing with this issue on a case by case basis. 

•	 The Bar noted that the UK proposals are being made in the context of a very busy 
court which is competing with European patent courts that conduct 2 hour 
hearings. 

•	 The Court noted that simplified actions are not limited to actions seeking damages 
less than $50,000 see rule 292. 

•	 The Court recommended that parties write to the Court before starting an action to 
seek a view from a CMJ, re the availability of a simplified action procedure. The 
Court is available to assist. 

•	 The Court also questioned whether the $50,000 cap should be revisited. Perhaps 
$500K or $1M would be more appropriate. This possibility will be put on the list 
of proposed amendments before the Rules Committee. 

•	 The Bar noted that it is in favour of increased case management but questioned 
whether the Court is able to accommodate the increased workload? The Court 
noted that CAS had unsuccessfully sought funding for prothonotaries 7 & 8 in 
2009-2010. 

5. Update from the Bar 

a.	 Discussion of the Court’s proposal regarding a limit of 20 days for trial 

•	 The Court emphasized that trial dates cannot be open-ended. Access to justice 
is a public good. 

•	 The Bar noted that the 20-day proposal will likely encourage parties to seek 
bifurcation orders. 

•	 Reference was made to recent jurisprudence in which a bifurcation order was 
reversed (Zinn J.) 

• It was noted that bifurcation is not necessarily beneficial to client. The goal 
should be to have a better assessment of trial length at PTC. 



                   
         

 

             
      

 
 

    
 

      
  
         

 

                     
                  

 
 

                
    

 

               
             

 
 

       
 

          
 

               
 

 

              
             

 
    
           
          

 

                
  

 

            
       

 
 
 

•	 The Bar agreed that 20 days is a good bench mark. Parties should be able to 
plead issues of liability and damages within 20 days. 

•	 The Bar recommended that a practice direction be issued to make the 
profession aware of the 20-day limit. 

b.	 Draft bifurcation order: 

•	 Prothonotary Tabib raised 2 issues: 
1.	 format 
2.	 questions of law: choice of damage etc. 

•	 In her view, the issue is “where to put what”. There is no major issue as to form – 
it is more a content issue. The Court asked the Bar to clarify the mischief to be 
fixed. 

•	 The Bar replied that there is a need to standardize form and content of bifurcation 
orders to save time/effort. 

•	 Prothonotary Tabib will send comments to Hughes J. within 2 weeks. The Court 
will get back to Bar by the next meeting (May 2011). 

c.	 Draft confidentiality orders and protective orders: 

•	 Bar will circulate a draft order electronically. 

•	 The Court questioned whether it should be in the business of protective orders at 
all? 

•	 The Bar takes the position that the Protective order which applies between parties 
at pre-trial stage should be preserved.The Bar noted that a Court order gives 
parties: 

(1) access to contempt. 
(2) useful when no agreement can be reached between the parties. 
(3) important to clients who are nervous about discovery process. 

•	 The Bar has tried to uncouple the two types of orders, i.e. protective orders and 
confidentiality orders. 

•	 The Bar noted that standardized confidentiality orders would also assist the 
Registry Officers in determining what is confidential. 



      
 

               
            

              
    

 

            
 

                 
        

 

             
 

               
               
  

 
 

    

 

                  
   

d. Experiments in patent infringement cases
 

•	 IPIC has drafted a rule relating to experiments in patent infringement cases. The 
draft rule requires parties to invite other parties to experiments, addresses when 
experiments can be done, and, the latest date on which an experiment can be 
performed (drop dead date). 

•	 The Court is open to recommendations on this question. 

•	 The Bar notes that there is a model in the UK. Ms. Furlanetto’s committee will 
look in to the issue and provide input. 

•	 The Court noted that this issue is occasionally addressed in scheduling orders. 

•	 It was also noted that the newly enacted Code of Conduct for Expert Witnesses 
refers to experiments conducted by experts in s. 3(i) of Schedule B to the Federal 
Courts Rules. 

6. Next meeting 

•	 The next meeting of the IP Users Committee will be held at 2 p.m. on May 5, 
2011 in Ottawa. 


