
IP USERS COMMITTEE MEETING 
Thursday, May 5, 2011 

Ottawa 
 

MINUTES 
 

Attendees: 
 
Court: Chief Justice Lutfy, Justice Blanchard, Justice Snider, Justice Harrington, 
Justice Hughes, Justice Zinn, Prothonotary Lafrenière, Prothonotary Tabib, 
Prothonotary Milczynski, Prothonotary Aalto, C. Bowers, N. Daigle, R. O’Brien, G. 
Papineau  
 
Bar:  D. Cameron, A. Furlanetto, D. Horne, J. Morrissey, J. Myers, A. Whyte 
Nowak, P. Wilcox  
 
Absent: 
 
Justice Gauthier, Justice O’Reilly, Justice Phelan, Justice Crampton, F. Guay, R. 
Naiberg, R. Woyiwada 
 

1. Introductory Remarks 
 

• Justice Hughes brought the meeting to order and welcomed the 
members to this meeting of the IP Users Committee. 

 
• The Court welcomed Judge Susan G. Braden, Judge at the United 

States Court of Federal Claims. 
 

2. Approval of Minutes of October 28, 2010 
 

• The Minutes of October 28, 2010 were adopted. 
 

3. Bifurcation Order  
 
• A standard form of bifurcation order was proposed by the Bar.    
 
• Prothonotary Tabib noted that the draft proposed by the Bar seems to 

suggest that the determination of which sub-issues should fall under 
the liability phase or quantification phase should be made on a case-
by-case basis, whereas, in her view, the general practice should be 
that only simple issues of quantification (or “bean-counting”) should be 
bifurcated. 

 
• The Court concluded that the standard form of bifurcation order 

proposed by the Bar can be distributed to judges and prothonotaries, 
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and posted on the Federal Court website not as a “must do” but as a 
check list to consider. 

 
4. Case Management 

 
• The Court noted that the Bar indicated at the Town Hall meeting held 

the same morning that it is in favour of increased case management 
for all IP proceedings. Throughout discussion on all of the topics, case 
management was a constant theme and considered very desirable. 

 
• Judge Susan Braden of the United States Court of Federal Claims 

explained how her court manages files. Parties can request Case 
Management. They have a single docket system and the Court files 
are all electronic files. They do not have a double-booking problem.  In 
her Court, the judges run their own dockets. 

 
• The Court noted that in the Federal Court of Canada, it is the Chief 

Justice who is responsible for the scheduling of cases.  Digital 
recording is supposed to be coming to the Federal Courts but the 
Courts’ technological capacity is limited. 

 
• The Bar noted that Courts in the U.S. seem to be moving towards what 

the IP Bar was mentioning at the Town Hall meeting: strong Judicial 
Management early in the process. 

 
5. Creating Searchable Databases For Information From Court 

Proceedings 
 

• To begin with, Judge Braden was very surprised to learn that the 
Federal Courts judges only have one law clerk to assist them. She has 
2 law clerks, 6 interns and additional assistants who check references.  
She noted that having the people and the technology (re: electronic 
files) saves money for the litigants and judges. Judge Braden asked 
how the Court gets its funding from the Legislature. She suggested 
that this is where the Bar can come in and help the Court by making 
representations to the government and Legislature. 

 
• The Bar would like to search the number of IP applications, the trade-

mark name, and the name of the medicine or drug. 
 

• The Court noted that docket information is available and that the public 
docket information already provides the trade-mark name and the 
name of the medicine or drug.   

 
• The Court noted that an effort is also made to scan the documents for 

the judges. 
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• The Bar would like to be able to access the pleadings described in the 

Court docket and to search them.  
 

• Judge Braden questioned why documents can’t be exchanged 
electronically with one another and spoke to the effectiveness of the 
judges, lawyers, reporters and press to advocate on behalf of the Court. 

 
• The IT representatives from the Court explained that the Court has had 

an e-filing project for the past 6 years.   
 

• The Court has the equipment and the set-up to be an e-filing court but 
only 5% of documents are filed electronically.  The Court questioned 
whether it should make it mandatory for the Bar to file its documents 
electronically. 

 
• The Bar suggested that if the Court removed the impediment of a 

private service provider to file documents electronically, there could be 
more buy-in. 

 
• The IT representatives from the Court explained that at the beginning 

of the e-filing project, the parties had to file paper copies as well as 
electronic documents. However, this is no longer the case for 
documents being less than 500 pages.  On the other hand, the registry 
still prints the electronic documents filed. 

 
• The Bar asked whether the Federal Courts have a business plan to 

become all electronic within 2-3 years. 
 

• The Court explained that business plans have been prepared but CAS 
doesn’t have the money to implement them.  However, a 
subcommittee of the Rules Committee, presided by Justice Mosley, 
has been established to review and remove impediments to e-service 
and e-filing and to render the rules “technologically neutral”.   

 
• The Court and the IT representatives commented on the concerns of 

the judiciary regarding the security and privacy of applicants when all 
proceedings become easily accessible through the internet.  However, 
the Chief Justice is confident that the Court could address these 
concerns by anonymizing certain cases which contain sensitive 
information, such as immigration cases.  

 
• Regarding the software to be used if e-filing became mandatory, the 

Bar suggested that this could be left at the discretion of the Court. 
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• The Court noted, however, that CAS would need to obtain additional 
funding in order to acquire equipment before proceeding with 
mandatory e-filing. 

 
• The Bar (Mr. Cameron) undertook to prepare a 2-page action plan 

regarding mandatory e-filing in the Court.  He will send the plan to the 
Court.   

 
• The Chief Justice welcomes it but notes that a more aggressive 

approach may be needed from CAS officials to secure the funding from 
the federal government. 

 
6. Access To Justice For Small And Medium Businesses 
 

• Addressed at the Town Hall meeting. 
 

7. Obtaining Statistics On Mediation Success – Court-Assisted 
And Out Of Court  

 
• The statistics provided show that mediation is successful.  Where there 

was a form of ADR, it appears that there was some form of settlement 
in many of the cases. 

 
8. Survey Evidence 

 
• The Bar was asked to review the example in the U.K. case provided. 

As established in this case, before a party does a survey, such as in a 
trademark case, the party must first come to the Court with a survey 
plan and the opposing party is permitted to comment on it. 

 
• The Bar was asked to inform the Court at the next meeting of whether 

they believe providing plans of survey to the Court in advance is a 
good idea. 

 
9. Update from the Bar 
 

a. Changing The Term Of Members To 3 Years For Ease Of 
Transitioning  

 
• The Bar noted that in order to have a rotating board, members would 

need to have a 3 year term. 
 
• This was accepted. 
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b. Draft Practice Direction – Experimental Testing  
 

• A Draft Practice Direction on Experimental Testing prepared by IPIC 
was provided by the Bar. The Draft Practice Direction requires parties 
to invite other parties to experiments. It also addresses when 
experiments can be done, and the latest date on which an experiment 
can be performed. 

 
• It was approved in principle for actions for infringement or validity of a 

patent. It will be circulated to the Judges of the Federal Court for their 
comments.  

 
c. Simplified Trials 

 
• The Court and the Bar discussed raising the monetary limit under Rule 

292(a) and (b) to require simplified trials in more matters. 
 
• In general, the Bar is in favour of increasing the limit where the relief 

claimed does not exceed $500,000 (instead of $1 million). 
 

• The Court reminded the Bar that the parties may also consent to the 
simplified procedure regardless as to limits. 

 
• The Bar noted that consent is rare because lawyers are afraid of the 

limited discovery (but if it became mandatory, lawyers would comply 
given that they would all be in the same position). 

 
10. Next meeting  
 

• The next meeting of the IP Users Committee will be held at 2 p.m. on 
October 13, 2011 in Montreal. 


