
IP USERS COMMITTEE MEETING 
Thursday, October 13, 2011 

30 McGill Street 
Montreal 

 
MINUTES 

 
Attendees: 
 
Court: Justice Hughes, Justice Phelan, Justice Crampton, Prothonotary Morneau, 
Prothonotary Tabib, N. Daigle, D. Savard                                                                              
 
Bar:  D. Cameron, A. Furlanetto, D. Horne, F. Guay, J. Morrissey  
 
Absent: 
 
Acting Chief Justice Noël, Justice Snider, Justice Gauthier, Justice O’Reilly, 
Justice Harrington, Prothonotary Milczynski, Prothonotary Aalto, J. Myers, A. 
Whyte Nowak 
 

1. Introductory Remarks 
 

• Justice Hughes brought the meeting to order and welcomed the 
members to this meeting of the IP Users Committee. 

 
2. Approval of Minutes of October 28, 2010 
 

• The Minutes of May 5, 2011 were adopted. 
 

3. Update from the Federal Courts Rules Committee 
 

• Justice Hughes explained that, at the present time, there are three 
main sub-committees of the Rules Committee working on various 
projects and discussion papers: 

 
o The Rules Sub-Committee on Procedural Amendments 

involves a number of procedural amendments derived 
largely from a laundry list that was compiled for a couple of 
years by members of the Bar, the Registry and the judiciary. 
They will correct the little glitches that required attention. 
These changes will be dealt with at the next Rules 
Committee meeting.  A more major one is the suggestion to 
increase the monetary limits for Simplified Proceedings and 
for Prothonotaries from $50,000 to another amount closer to 
$250,000. 
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o The Rules Sub-Committee on Technology has been 
established to review and remove impediments to e-service 
and e-filing and to render the rules “technologically neutral. 
This sub-committee is presided over by Justice Mosley. 

 
o The Rules Sub-Committee on Global Revision is focusing on 

a global revision of the Federal Courts Rules.  This sub-
committee is chaired by Justice Stratas. Justice Rennie is 
also a member of this sub-committee. Its mandate is to 
examine the Rules as a whole on a policy level.  The sub-
committee will determine whether the Rules need to be 
modernized.   

 
• Justice Rennie noted that this sub-committee will be looking at 

“accessibility” because there are more and more self represented 
litigants.  The sub-committee will also examine whether the rules 
should be reorganised, i.e. whether the order of the Rules should be 
changed to recognize that case management and case conferences 
are integral to the front end of litigation (now these rules are at the end 
because they were added later on).  Another objective of the sub-
committee will be to insure that simplicity in process is achieved. For 
example, if the rules do not contribute to the efficiency of justice, they 
should be removed. 

 
• Justice Hughes noted that the next plenary committee meeting will be 

in Ottawa on Friday, November 18, 2011. 
 

4. Court Resources 
 

• Justice Hughes explained that the Court would appreciate it if lawyers 
ceased to file unnecessary motions.  An example is when counsel asks 
for a specific judge. Justice Hughes explained that it is not possible to 
accommodate such requests. Further, some Judges are absent for 
health reasons and the designated proceedings, which require 
Designated Judges, take a lot of time. The Court is therefore 
functioning with limited capacity. 

 
5. Bifurcation Order  

 
• The Model Bifurcation Order proposed by the Bar was distributed to 

Judges and Prothonotaries, and posted on the Federal Court website 
as a checklist to consider.    

 
• A new section entitled “Model Orders” has been added to the Federal 

Court website. The Model Bifurcation Order has been included there 
and can be accessed by the public. 
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• Prothonotary Tabib reminded the members of the committee that it 
should not be considered as a “model order” but as a “checklist”.  
When presented with it, she rewrites it. 

 
 

6. Draft Practice Direction – Experimental Testing  
 

• The Draft Practice Direction on Experimental Testing provided by the 
Bar at the last meeting, which requires parties to give notice of 
experiments to be relied on at trials, was circulated to the Judges and 
Prothonotaries of the Federal Court for their comments.  

 
• The Judges and Prothonotaries slightly modified the content of the new 

Draft Practice Direction on Experimental Testing and it was sent to Ms. 
Furlanetto in August.   

 
• The Bar has not yet shared the new Draft Practice Direction with its 

constituents.  A few questions were raised with respect to the 
procedure; for example, with respect to the timing required for certain 
steps and the involvement of the Court. 

 
• Justice Hughes suggested that the Bar share it first with their 

constituencies and report back to the Committee at the next meeting. 
 
• Prothonotary Morneau asked why Rule 249, which allows that 

experiments by tried on property, is not sufficient for these types of 
proceedings.  

 
• Prothonotary Tabib explained that it is her understanding that the 

testing allowed under Rule 249 is limited to the inspection and 
sampling of property and not to general testing, which is why this is 
needed. 

 
7. Simplified Actions – Monetary Limits 

 
• The Court and the Bar discussed raising the monetary limit under Rule 

292(a) and (b) from $50,000 to possibly $250,000. 
 

• Prothonotary Morneau mentioned that it would make a difference 
mostly in the maritime sector where simplified actions may work for 
small cargo claims that are for less than $250,000. If the limit is 
increased, this will add to the Prothonotaries’ workload because many 
claims in admiralty matters will come between $50,000 and $250,000 
and Prothonotaries are already overworked. However, it would not 



 4 

make a difference in the IP sector given that the remedies for 
injunction are an important part of these proceedings.   

 
• Prothonotary Tabib agreed. She noted that only a few IP matters do 

not have an injunction component, so an increase to the $50,000 limit 
would mostly be for admiralty matters and other cases where damages 
against the crown are sought; for example, in cases initiated by 
inmates. Such cases could proceed as simplified actions.  

 
• Justice Rennie agreed and noted that given the profile of certain 

plaintiffs initiating the simplified actions, more Charter claims will be 
initiated. This will take a lot of the Court’s time and these cases will 
often be appealed. So until the jurisprudence settles down (pursuant to 
the Ward decision), the number of cases coming between $50,000 and 
$250,000 would be important. 

 
• Justice Hughes asked whether the $50,000 limit should then be 

increased to a different number.  The majority answered no. 
 

• Prothonotary Tabib reminded the Committee members that the parties 
may also consent to the simplified procedure regardless as to limits. 

 
8. Survey Evidence 

 
• The Bar was asked to review the example in the U.K. case provided at 

the last IP Users Committee meeting. As established in this case, 
before a party does a survey, such as in a trademark case, the party 
must first come to the Court with a survey plan and the opposing party 
is permitted to comment on it.  This proposed method allows the 
parties to raise objections and to have them dealt with at the beginning 
of the proceeding.   

 
• The Bar informed the Court that they do not believe providing a plan of 

survey to the Court in advance is a good idea. Mr. Guay noted that the 
English Courts have been against surveys for a long time.  They would 
therefore like to discuss this with the IP practitioners across the 
country. 

 
• Justice Hughes noted that he is happy to leave it to the Bar. 

 
• Mr Morrissey added that the Mastercraft case in the SCC also looks at 

this so it could be taken into consideration by the Bar. 
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9. Creating Searchable Databases For Information From Court 
Proceedings1 

 
 

• The Bar (Mr. Cameron) distributed a two-page Memorandum entitled 
“Electronic Court Files”.  The Memorandum describes the Federal 
Courts status with respect to “Case Management System”, “eFiling”, 
“eService” and “eRegistry”.  The Memorandum also describes the 
current eFiling systems in Canada and outside Canada. A plan of 
what’s needed is also presented, it covers the four following topics: (1) 
Vision; (2) Demand from the Judges/Prothonotaries that eCourt is 
desired for different reasons; (3) Adoption by the Profession; and (4) 
Money. The electronic version of the Memorandum contains links to 
the websites of the different courts. 

 
• Mr. Cameron proposed that the Federal Courts move from the present 

system it has with Lexisnexis to a different system where all files would 
be electronic. It could try to obtain the money to buy a system that will 
generate user fees. This is done in British Columbia. The public is 
charged for the documents that it downloads. It generates between 30 
and 40 million per year. A Business Case could be prepared 
demonstrating that a user fee based system is the solution for the 
Courts. 

 
• Mr. Morrissey noted that as this would affect all four Courts. CAS 

would then need to examine how this can be moved forward. Mr. 
O’Brien would need to be involved as well, as he is very 
knowledgeable on these issues. 

 
• Mr. Cameron noted that he had already been in touch with Mr. O’Brien,  

but he noted that what is also need is the support of the Courts and 
CAS, combined with the help of the Bar. 

 
• Mr. Dave Savard, participating in the videoconference from Ottawa, 

introduced himself as the Director, Development and Database. He is 
aware that the system is antiquated. Regarding eFiling and eService, 
Lexisnexis begun a partnership with Net Legal so CAS has been asked 
to move to a new platform to encourage the use of eService by the 
profession.  

 
• Mr. Savard further noted that with respect to a new case management 

system, this should be brought up with high management. The Chief 
Administrator could decide, in consultation with the Courts and the 
Government, if this self-funding system is what the Courts need in 
order to resolve the issues.  For example, Passport Canada is self-
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funded. It operates on a cost-recovery basis. This might be an option 
that CAS, the Courts and the Government could discuss. 

 
• Justice Phelan noted that given that, in general, revenues are 

deposited in the Consolidated Revenue Fund of Canada and that the 
funds can only be withdrawn by the Receiver General, this would be a 
difficult thing to do.  

 
• Mr. Cameron noted that he would be happy to continue working on 

this. 
 

• Justice Hughes asked who would be the best person to work with Mr. 
Cameron.  The answer was that it would be the Chief Administrator. 

 
• Mr. Cameron emphasized that the Courts need to decide if now is the 

time to move to an eFiling system. The Courts need a champion to be 
able to implement this with the profession. 

 
• Justice Phelan noted that the Courts would unanimously support this 

change; but there are financial considerations that the Chief 
Administrator must take into consideration. 

 
• Prothonotary Tabib mentioned that this is, however, like a Catch-22. It 

is a no-win situation because the actual eFiling system is not being 
used by the profession.  It would be hard for the Courts to say that they 
want a new eFiling system when the actual one is not being used.  
What is being said is that if the eFiling system was a better system, it 
would be used.  It is therefore a persuasion issue.  The question is, will 
the profession use it more? 

 
• Mr. Cameron responded that it is typical that when eFiling is optional, it 

is not used much, but when it is mandatory, it works better. 
 

• It was noted that eFiling is mandatory at the Competition Tribunal, but 
this Tribunal has a lot less files than the Federal Courts, so it is not 
transferable. 

 
• Justice Rennie asked whether the SCC system was considered. His 

experience is that making eFiling mandatory worked.  By way of a 
practice direction, eFiling was gradually implemented (over a period of   
6 months). The product they bought was one of the shelves.  To create 
our own system would quickly become complicated. It would be better 
to find a simple solution; for example, to look at what can be bought 
that is simple, and that could be adjusted.  We could start with Judicial 
Reviews and Immigration and then move to more complex cases like 
IP cases. 

http://en.wikipedia.org/wiki/Receiver_General_for_Canada
http://en.wikipedia.org/wiki/Receiver_General_for_Canada


 7 

 
• Prothonotary Tabib raised a question concerning compulsory systems: 

how does it work with self represented litigants?  “Access to justice” is 
also important.  

 
• Mr. Cameron responded that in the province of B.C., for example, 

online forms are available and individuals can use them to file 
proceedings.  Access to justice and transparency were the principal 
considerations for changing their system, not economic efficiency. The 
process was therefore made easier. 

 
• Justice Hughes also gave the example of the city of New York that 

makes kiosks available for individuals to address such problems. He 
noted, however, that the Department of Justice (DOJ) has a process 
for legal proceedings that is hugely paper-intensive. 

 
• Justice Rennie described this process at DOJ which involves a 

constant back-and-forth flow of information, with deadlines to be met 
on both ends.  The problem with eService (service by email) is that it is 
difficult to follow who gets what and how files are distributed. For 
example, when one legal assistant supports four lawyers, it is difficult 
to track all emails that come in. It is a question of accountability. The 
sending and receiving of documents are easier to control in a mail 
room when it comes to a national institution like DOJ. 

 
• Mr. Cameron talked about a model electronic system which could be 

like a mail room, where the emails constitute a back-up. But DOJ is a 
party in up to 95% of the Federal Courts files so it needs to be on 
board. 

 
• Mr. Morrissey noted that DOJ gets loads of email every day in matters 

where files have not yet been assigned. 
 

• Justice Hughes informed the members that the Judges and 
Prothonotaries are in favor of eService and eFiling. Justice Mosley 
already presides the Sub-Committee on Technologies and he could be 
contacted once the moment has come to discuss this project. Justice 
Hughes further noted that it is interesting to have the Bar behind this 
initiative; usually the general public wants improvements. So, not only 
the Judges and Prothonotaries are asking for this, but the Bar as well. 
He noted that the Committee should try to push the right button to 
make this happen. Justices Crampton and Phelan agreed. 

 
• Ms. Nathalie Daigle was asked to provide Mr. Cameron with Mr. 

Savard’s contact information 
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10. Update from the Bar 
 

a. Fixed Timetable for Two Years to Trial 
 

• Mr. Cameron distributed, for discussion, a potential template for patent 
cases entitled “Federal Court of Canada Patent Trial Timeline 
Template”. He noted that the Federal Court has said that the Court 
wishes to facilitate, where possible, the scheduling of trials within two 
years of the commencement of the proceeding.  However, complex 
actions take a lot of time and are expensive. The Bar is therefore 
losing business. He therefore specified, on the spreadsheet that was 
distributed, the milestone events in a patent lawsuit and a suggested 
approach to getting to trial within two years.  These are more or less 
the timelines the profession considers reasonable in these cases. 

 
• Prothonotary Tabib clarified that the Court’s mission or hope that cases 

will get to trial within two years starts with the premise that the parties 
will ask for case management at the beginning of the proceeding.  If 
they do, the Court will be happy to consider these timelines to guide 
the discussions.  

 
• Mr. Cameron noted that this approach could maybe be adopted by the 

other Judges and Prothonotaries. This would raise the standard and 
help in bringing cases to trial within two years. 

 
• Justice Hughes asked whether the Bar is suggesting that all cases be 

case managed. Actually, NOC proceedings and patent cases have 
been case managed when parties have requested it, or when there are 
too many motions.  

 
• Mr. Guay asked whether there are cases that are not case managed. 

Mr. Cameron answered that some are not case managed in the early 
stage.  

 
• Prothonotary Tabib added that all cases become case managed within 

a year.  When parties request case management for the purpose of 
getting to trial within two years and are committed to this, they get to 
trial within two years.  The Court encourages the parties to agree to a 
table that is reasonable.  Prothonotary Morneau added that this is not 
often opposed.  

 
• Mr. Guay confirmed that every time he requests case management, it 

is granted almost instantly. It is not a problem.   
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• Prothonotary Tabib added that, depending on the number of days of 
hearing requested, the trial date can be scheduled relatively quickly, 
sometimes within one year. 

 
• Justice Hughes asked whether the Court should adopt the template. 

 
• Mr. Guay answered that it depends on the Prothonotaries. This is a 

way to bring consistency.  For example, it is suggested that the cases 
become case managed before discovery. Case management is a key 
component that reduces the time it takes to get to trial. 

 
• Justice Hughes asked whether the Practice Notice informing the 

Parties and Profession that case management is possible when the 
parties ask for it is sufficient. 

 
• The Bar proposed that, in essence, having case management with 

these timelines could become the standard. 
 

• Prothonotary Morneau noted that the Judicial Administrator, Ms. 
Calamo, could have difficulty in finding time for early trials.  

 
• Mr. Cameron suggested double booking, given the possibilities of 

settlement. He suggested clouds of 3-4 cases as a possibility for when 
parties make it to trial. 

 
• Justice Rennie noted that it is a very useful objective to want to help 

the parties get to trial within two years.  It is helpful for the clients and 
public. This template shows what has to be done to accomplish this. It 
is a very useful checklist. He agreed that cases should become case 
managed early in the process, when motions on pleadings are made. 
This should trigger a case management conference.  

 
• The Bar answered that this is done in some cases, but not all. 

 
• Prothonotary Tabib noted that the Court has flexibility and double 

books cases when parties ask for early hearing dates. 
 

• Justice Hughes noted that all Prothonotaries could start with these 
proposed timelines but asked the Bar whether all had agreed to this 
model. The Bar answered no, so Justice Hughes suggested that once 
there will be general agreement on a model, the Court will take it to the 
Chief Justice and the Judicial Administrator to see if this can be 
implemented. 
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b. Facilitating Dispositions from Case Management 
Conference 

 
• Mr. Cameron distributed a Memorandum he prepared for the IP Users 

Committee entitled “Disposition of Motions”. 
 
• Because it takes weeks to arrange a date for a case management 

hearing or motion, he suggested the following procedure. To assist in 
creating consistent orders and directions from the court following case 
management hearings or motions, one designated counsel for a party 
should generate (and have the court include in a direction): 

 
1. A list of the actions to be taken by each party or their counsel 

(and where applicable, specifying the dates when such actions 
should be completed); 

2. An updated  schedule of upcoming actions (or an amended 
schedule if one already exists); and 

3. The date of the next case conference. 
 

• Mr. Cameron clarified that the idea is to book the date of the next case 
conference in advance and to let the Court know if case management 
is not needed. Therefore, at the end of a case conference, the first 
suggestion is to appoint a designated counsel (the reporter or 
secretary) who will provide a list of who does what and when, adjust 
the schedule and book time in three months for the next case 
conference. The Minutes (reflecting notes of all counsel) would be 
signed by counsel and sent to court. 

 
• Prothonotary Morneau indicated that this is what he does; he leaves 

matters to be discussed by counsel whenever possible.  If there is no 
agreement, he sets the time of the next case conference. 

 
• Prothonotary Tabib indicated that she does this all the time as well. 

Her telephone conferences end with a schedule contained in a 
direction or order, which is sent to the parties.  She doesn’t know if all 
her colleagues are doing the same thing but she is unaware of this 
being a problem.  It was mentioned that Prothonotary Aronovitch does 
the same thing. She asks a lawyer to hold the pen.  Justice Hughes 
specified that the registrar does it for him. Then he looks at it. 

 
• Justice Rennie noted that there is a consensus that this is the best 

practice and that we should all work on it. 
 

• Mr. Cameron asked if the date of the next case conference could 
always be decided in advance. Prothonotary Morneau noted that it 
may be a good idea, especially if the parties tend to disagree most of 
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the time. Prothonotary Tabib mentioned that Prothonotaries know 
when cases require that the next case conference be set. It is a 
judgement call as to whether a case conference is needed. If the 
parties want one, they can request one and it will be scheduled. 

 
• Justice Hughes asked whether it was necessary to continue discussing 

this item and the members agreed that it was not necessary. 
 
• Justice Hughes asked if the Bar wanted to discuss any other matters.  

The Bar answered in the negative. 
 

11. Next meeting  
 

• The next meeting of the IP Users Committee will be held at 2 p.m. in 
the month of May 2012 in Ottawa, on the same day as the Town Hall 
meeting. 

 
Meeting adjourned. 
 

 


